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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (CommY Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.1 14, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on 24 August 
2006 has been entered. 

Examiner Remarks 

2. Although an allowance was issued previously in this case, new prior art in the 
form of Brasington was found during an update search and has been applied in the 
case. Examiner apologizes for any inconvenience to the applicant. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2, 4, 6-7, 13-14, 18, 20-22, 30, and 32 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Muehlberger et al. (U.S. Patent No. 
5,696,908, from hereinafter "Muehlberger") ' n v ' ew of Brasington et al. (U.S. Patent No. 
5,923,406, from hereinafter "Brasington"). 
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Regarding claims 1,18, and 32, Muehlberger discloses a phone card dispenser 
10 comprising a housing (a phone card dispenser 10, which is a self-contained 
apparatus for dispensing a phone debit card 12, see col. 4, lines 30+ and figure 1); 
a display 32; 

at least one user input (user's value selection button 18 and input key pad 20 
for user to enter his/her desired value for a desired phone card, and a telephone key 
pad 28, see figure 1 for example); 

a transaction processor 74 (see figure 7 for example); 

a payment receiver (a card reader 16 for receiving a previously issued 
payment card of the user, such as a credit/debit card payment provided by a user and a 
bill acceptor 14 for receiving cash payment provided by a user, see figures 1,3a-3c, and 
7 for example); 

said transaction processor structured to identify and validate a payment 
amount provided by a user via said payment receiver (see col. 5, lines 30+, 56+, 65+ 
and col. 6, lines 1+ for example, wherein said transaction processor identifies and 
validates a predefined user's credit/debit card account when , card reader 16 receives a 
credit/debit card from the user); 

a card dispenser 22 structured to dispense a transaction card (a phone debit 
card 12) to a user, said transaction card having a predefined value (the phone debit 
card 12 having a predefined value) associated therewith accordance with said payment 
amount (see col. 3, lines 43+ and col. 6, lines 62+); and 
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said transaction card (the phone debit card 12) structured to be usable by the 
user at an unaffiliated third party merchant (multiple telecommunications carriers) 
equipped to process transactions utilizing conventional payment card processor (see 
col. 3, lines 11+). 

Regarding claims 1, 4, 18, 20-22, and 32, Muehlberger fails to teach an image 
input device structured to capture an image of a user and a printer assembly structured 
to place the image of the user on a previously issued payment card of the user 
accepted via the payment receiver. 

Brasington teaches a personal postage stamp vending machine. Brasington 
discloses that in operation, a consumer presses a designated one of the individual 
buttons on keypad 17 to commence a transaction for printing a desired quantity of 
personalized postage stamps 2. If the consumer wishes to pay for the personalized 
postage stamp 2 utilizing a conventional magnetic strip .credit card 45, and such an 
indication is provided to the microcontroller 31 , the microcontroller 31 advises the user 
via the display 1 5 to insert the credit card into the magnetic strip card reader 21 . Upon 
insertion of the magnetic strip card 45 into the reader 21 , the microprocessor 31 
receives the identifying account information encoded in the magnetic strip card 45 and, 
via modem 37, either connects directly to a credit card data center 47 (as shown by the 
dotted line in FIG. 4) or alternatively communicates with the credit card data center 47 
via a postage transaction data center 49. In the event however, that the credit card 
check is satisfactory, the microcomputer 31 then requests the user to enter via the 
keyboard 17 the desired postage transaction. The user can then identify that they wish 



Application/Control Number: 10/680,864 Page 5 

Art Unit: 2876 

to have one or a plurality of personalized postage stamps 2 printed and enter such 
information via the keyboard 17. The microprocessor 31 will then control the display 15 
to advise the consumer to position themselves in front of the lens 11 as is 
conventionally done in a photo booth by providing an adjustable seat so that the 
individuals eyes are approximately level with the lens 11. Once positioned, the digital 
camera 13 will take one or a plurality of pictures of the individual and will digitize the 
image(s) of the individual in a bit map format and store the digital image(s) in memory 
35. Microcontroller 31 will then utilize the stored images in memory 35 and display to 
the consumer each of the different pictures taken via the display 1 5. The user can then 
select the picture which he likes best by entering a number associated with each of the 
displayed pictures via the keyboard 17. Once the user has selected the picture(s) which 
they prefer, the microprocessor 31 takes the selected digital image from memory 35 and 
drives a color ink jet printer 39 to produce the desired number of individual personalized 
postage stamps 2 on individual labels supplied by label supply reel 41 or alternatively, 
on a mailpiece which has been inserted into mailpiece slot 29 (see Figure 1 , col 3, line 
40 to col 4, line 26). Hence, Brasington teaches a machine which not only has a place 
for a magnetic card payment but also an image input device (digital camera 13) and a 
printer (ink jet printer 39) which is able to print on a new label, or a mailpiece that is 
inserted into the mailpiece slot, which is analogous to being able to print on the 
magnetic card which was inserted, since the machine is capable of printing on items 
that are inserted into the machine. 
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In view of the teaching of Brasington, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to employ an image device 
and a printer in order to place a picture onto a previously issued card because having 
photo identification on a card is a valuable way to ensure that the correct person is 
using the card (i.e. having a picture safeguards the card from unauthorized users). 

Regarding claims 2 and 6-7, Muehlberger teaches that said transaction card (the 
phone debit card 12) is structured to be utilized as a conventional payment card, said 
predefined value defining a transaction limit (the phone debit card 12 having a 
predefined value selected by the user via the card reader 16 for receiving a credit/debit 
card payment or the bill acceptor 14 for receiving cash payment provided by a user. In 
addition, Muehlberger teaches the step to validate the identity of the customer with a 
remote third party processor (an electronic funds clearing house), see figures 1, 3a-3c, 
and 7). 

Regarding claims 13-14, Muehlberger discloses a phone card dispenser 10 
dispensing the phone debit card 12 which is equivalent to claimed prepaid telephone 
card (i.e., card having a predetermined value) including an access code thereon 
structured to provide the user with telephone access (see col. 5, lines 40+ and figure 2). 

Regarding claim 30, Muehlberger teaches that the transaction processor is 
structured to communicate the personal identification data (PIN code) to a remote 
processor for association with said predefined user's credit/debit/smart card account 
(see col. 5, lines 30+). 
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4. Claims 8-12, 25-29, 31, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muehlberger as modified by Brasington and further in view of 
Hatakeyama (JP 01-261799 A). The teachings of Muehlberger as modified by 
Brasington have been discussed above. 

Regarding claims 8-12, 25-29, 31, and 33, although Muehlberger as modified by 
Brasington discloses the phone card dispenser with the input device structured to 
capture an identification information of the user, such as a PIN code of the user when 
using the payment method of the credit/debit/ATM style card to validate the identity of 
the customer with a remote third party processor (an electronic funds clearing house) 
and the phone card dispenser printing the transaction card, Muehlberger does not 
disclose a biometric input device (similar to an image input device as in Brasington), 
said biometric input device structured to capture a biometric data (including an image, 
fingerprint, or etc.) of the user, printing the biometric data of the user on the card. 

Hatakeyama teaches a card issuing machine 2 issuing a prepaid card P by 
printing a user's physical data, such as picture, a fingerprint, a voiceprint on the card, 
which obviously teaches the card issuing device is equipped with a biometric input 
means (e.g., a biometric input means) to capture the user's biometric data (see the 
abstract). 

In view of the teaching of Hatakeyama, it would have been obvious to one of 
ordinary skill in the art at the time the invention was to provide a conventional, well 
known biometric input means structured to capture the biometric data of the user in the 
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phone card dispenser of Muehlberger, in order to capture the greater detailed 
identification information of the user for increasing the security of the debit card. 
5. Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Muehlberger as modified by Brasington and further in view of Takeuchi (JP 2000- 
09981 1 A). The teachings of Muehlberger as modified by Brasington have been 
discussed above. 

Although Muehlberger discloses the phone card dispenser 10 for dispensing a 
phone debit card 12 upon said transaction processor identifying and validate a payment 
amount provided by a user via said payment receiver, wherein the payment receiver 
includes a card reader 16 for receiving a credit/debit card payment provided by a user 
and a bill acceptor 14 for receiving cash payment provided by a user (see figures 1 , 3a- 
3c, and 7); Muehlberger as modified by Brasington does not disclose the self-contained 
dispenser having a cash dispenser structured to dispense cash to the user in 
accordance with validation by said transaction processor and specific of the cash 
dispenser and the payment receiver cooperatively disposed with one another. 

Takeuchi discloses a prepaid card vending machine 1 equipped with a money 
payout section 35 having a coin expenditure section 35a and a bill expenditure section 
35b accordance with validation by said transaction processor and wherein the money 
payout section 35 and the money receiving section are cooperatively disposed with one 
another (see the abstract and Figure 1). 

In view of the teaching of Takeuchi, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to incorporate the money 
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expenditure section of the prepaid card vending machine of Takeuchi in the phone card 
dispenser 10 of Muehlberger in order to provide a cash dispenser that dispenses cash 
to the user in accordance with validation by said transaction processor and further 
dispense cash difference when there is sum differences between the cash payment 
received and the user's selected value of phone card (i.e., when the user's selected 
value of phone card is lesser than the actual cash payment provided by a user via the 
bill acceptor 14 for receiving cash payment provided by a user). Accordingly, such 
modification would not require the user to enter the exact amount to the bill acceptor 
when purchasing the phone card, thus greatly accommodating the user's convenience. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa M. Caputo whose telephone number is (571) 272- 
2388. The examiner can normally be reached between the hours of 8:30AM to 5:00PM 
Monday through Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael G. Lee can be reached at (571) 272- 
2398. The fax phone number for this Group is (571 ) 273-8300. 

Communications via Internet e-mail regarding this application, other than those 
under 35 U.S.C. 132 or which otherwise require a signature, may be used by the 
applicant and should be addressed to [lisa.caputo@uspto.gov]. 

All Internet e-mail communications will be made of record in the application file. 
PTO employees do not engage in Internet communications where there exists a 
possibility that sensitive information could be identified or exchanged unless the record 
includes a properly signed express waiver of the confidentiality requirements of 35 
U.S.C. 122. This is more clearly set forth in the Interim Internet Usage Policy published 
in the Official Gazette of the Patent and Trademark on February 25, 1997 at 1195 OG 
89. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Lisa M. Caputo 
AU 2876 
November 12, 2006 



